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Disposition of Claims 

4) I3 Claim(s) 1.2,4-9,11-16 and 18-22 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 1,2.4-9,11-16 and 18-22 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

1 2) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) M Notice of References Cited (PTO-892) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1 449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) O Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) CD Notice of Informal Patent Application (PTO-1 52) 

6) □ Other: . 



U.S. Patent and Trademark Office 

PTOL-326 (Rev. 7-05) 



Office Action Summary 



Part of Paper No./Mail Date 05192006 



Application/Control Number: 09/986,476 Page 2 

Art Unit: 2625 

DETAILED ACTION 



Response to Amendment 

1 . Applicant's amendment was received on 3/8/06 and has been entered and made 
of record. Currently, claims 1, 2, 4-9, 11-16, and 18-22 are pending. 

Oath/Declaration 

2. The examiner acknowledges the receipt of the Declaration as was requested in 
the previous Office Action. 

Drawings 

3. Applicant's amendment to the specification to insert previously omitted reference 
numerals has overcome the objection as cited in the previous Office Action. Therefore 
the objection has been withdrawn. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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5. Claim 22 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

6. The term "low" in claim 22 is a relative term which renders the claim indefinite. 
The term "low" is not defined by the claim, the specification does not provide a standard 
for ascertaining the requisite degree, and one of ordinary skill in the art would not be 
reasonably apprised of the scope of the invention. 

Response to Arguments 



7. Applicant's arguments with respect to claims 1, 2, 4-9, 11-16, and 18-21 have 
been considered but are moot in view of the current amendments to the claims and 
therefore new ground(s) of rejection will be made. Newly added claim 22 will be 
addressed in the following rejection. The examiner agrees that Chui does not disclose 
setting the storage period of image data. However, Chui does disclose using the image 
data to create greeting cards, postcards, etc. The reference of Enomoto discloses 
storage time designation data that can be added to the print order data that a user 
sends to the print-processing center. Therefore a user can designate a particular 
storage period based on the type of image data the user desires to print. The 
combination of Chui and Enomoto yields the newly added limitations set forth in claims 
1, 8, and 15. 
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Claim Rejections - 35 USC § 103 



8. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

9. Claims 1, 2, 4, 8, 9, 11, 15, 16, and 18 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Chui in view of Enomoto. 

Regarding claim 1, Chui discloses a print ordering method used in a print 
ordering system comprising a server for receiving an order for a print of image data (see 
Fig. 3A and column 10 lines 41-59) and a user terminal which is connected to the server 
via a network and used for placing the order for the print of the image data (see Fig. 3A 
and column 10 lines 56-65), the print ordering method comprising the steps of: 
accepting transfer of the image data to the server and storing the image data in the 
server regardless of whether or not the order is placed at the time of the transfer of the 
image data (see Fig. 3A, column 10 lines 41-65 and column 12 lines 39-51), and 
receiving the order for the print of the image data stored in the server after the image 
data are stored in the server in the case where the order was not placed at the time of 
the transfer of the image data (see column 13 line 66-column 14 line 8 and column 14 
lines 47-52), displaying on the user terminal a list of the image data stored in the server 
at the time the order for the print is placed if the order is not placed at the time the 
image data are transferred (see Fig. 5, column 13 line 66-column 14 line 8, column 14 
lines 47-52, and column 15 lines 31-47), and wherein the order for the print of the image 
data is an order for a postcard (see column 4 lines 13-22 and column 23 lines 9-23). 
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Chui does not disclose expressly the step of setting a storage period of the 
image data to a period corresponding to a content of the postcard. 

Enomoto discloses the step of setting a storage period of the image data to a 
period corresponding to a content of the postcard (see column 8 lines 19-33, reference 
discloses a storage time designation data that can be added to the print order data that 
a user sends to the print-processing center, thereby allowing a user to designate a 
particular storage period based on the type of image data the user desires to print). 

Regarding claim 8, Chui discloses a print ordering system comprising a server for 
receiving an order for a print of image data (see Fig. 3A and column 10 lines 41-59) and 
a user terminal which is connected to the server via a network and used for placing the 
order for the print of the image data (see Fig. 3A and column 10 lines 56-65), wherein 
the server stores the image data transferred thereto regardless of whether or not the 
order is placed at the time of transfer of the image data, and receives the order for the 
print regarding the image data stored therein after the image data are stored therein in 
the case where the order was not placed at the time of the transfer of the image data 
(see Figs. 3A and 5, column 10 lines 41-65, column 12 lines 39-51, column 13 line 66- 
column 14 line 8, column 14 lines 47-52, and column 15 lines 31-47), displaying on the 
user terminal a list of the image data stored in the server at the time the order for the 
print is placed if the order is not placed at the time the image data are transferred (see 
Fig. 5, column 13 line 66-column 14 line 8, column 14 lines 47-52, and column 15 lines 
31 -47), and wherein the order for the print of the image data is an order for a postcard 
(see column 4 lines 13-22 and column 23 lines 9-23). 
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Chui does not disclose expressly the step of setting a storage period of the 
image data to a period corresponding to a content of the postcard. 

Enomoto discloses the step of setting a storage period of the image data to a 
period corresponding to a content of the postcard (see column 8 lines 19-33, reference 
discloses a storage time designation data that can be added to the print order data that 
a user sends to the print-processing center, thereby allowing a user to designate a 
particular storage period based on the type of image data the user desires to print). 

Regarding claim 15, Chui discloses a computer-readable recording medium 
storing a program to cause a computer to execute a print ordering method used in a 
print ordering system, the print ordering system comprising a server for receiving an 
order for a print of image data (see Fig. 3A and column 10 lines 41-59) and a user 
terminal which is connected to the server via a network and used for placing the order 
for the print of the image data (see Fig. 3A and column 10 lines 56-65), the program 
comprising the procedures of: accepting transfer of the image data to the server and 
storing the image data in the server regardless of whether or not the order is placed at 
the time of the transfer of the image data (see Figs. 3A and 5, column 10 lines 41-65 
and column 12 lines 39-51 ) and receiving the order f or the print of the image data 
stored in the server after the image data are stored in the server in the case where the 
order was not placed at the time of the transfer of the image data (see column 13 line 
66-column 14 line 8 and column 14 lines 47-52), displaying on the user terminal a list of 
the image data stored in the server at the time the order for the print is placed if the 
order is not placed at the time the image data are transferred (see Fig. 5, column 13 line 
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66-column 14 line 8, column 14 lines 47-52, and column 15 lines 31-47), and wherein 
the order for the print of the image data is an order for a postcard (see column 4 lines 
1 3-22 and column 23 lines 9-23). 

Chui does not disclose expressly the step of setting a storage period of the 
image data to a period corresponding to a content of the postcard. 

Enomoto discloses the step of setting a storage period of the image data to a 
period corresponding to a content of the postcard (see column 8 lines 19-33, reference 
discloses a storage time designation data that can be added to the print order data that 
a user sends to the print-processing center, thereby allowing a user to designate a 
particular storage period based on the type of image data the user desires to print). 

Chui & Enomoto are combinable because they are from the same field of 
endeavor, storage and ordering of digital prints. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the setting or a storage period, as described by Enomoto, with 
the system of Chui. 

The suggestion/motivation for doing so would have been to provide a user with 
greater control over the transmitted images, especially the period of time in which the 
image will be available to the user. 

Therefore, it would have been obvious to combine Enomoto with Chui to obtain 
the invention as specified in claims 1, 8, and 15. 
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Regarding claims 2, 9, and 16, Chui further discloses accepting and storing 
image data (see column 10 lines 41-65, column 12 lines 39-51, column 13 line 66- 
column 14 line 8 and column 14 lines 47-52) and Enomoto further discloses accepting 
and storing the image data at the time the order is received if the order is placed at the 
time the image data are transferred (see abstract, column 3 lines 45-48 and 61-63, 
column 4 lines 61-65, column 6 lines 23-54, and column 7 lines 15-22, reference shows 
that the order data and image data are transmitted at the same time to the photo- 
finisher for output and delivery of prints). 

Regarding claims 4, 1 1, and 18, Enomoto further discloses deleting the image 
data from the server after a predetermined storage period has elapsed since the image 
data were put into storage (see column 8 lines 19-26, reference discloses setting a 
storage time period, after which the image is no longer available, or deleted). 

10. Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over Chui in 
view of Enomoto and U.S. Patent No. 6980668 to Naito et al. 

Chui discloses a print ordering method used in a print ordering system 
comprising a server for receiving an order for a print of image data (see Fig. 3A and 
column 10 lines 41-59) and a user terminal which is connected to the server via a 
network and used for placing the order for the print of the image data (see Fig. 3A and 
column 10 lines 56-65), the print ordering method comprising the steps of: accepting 
transfer of the image data to the server and storing the image data in the server 
regardless of whether or not the order is placed at the time of the transfer of the image 
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data (see Fig. 3A, column 10 lines 41-65 and column 12 lines 39-51), and receiving the 
order for the print of the image data stored in the server after the image data are stored 
in the server in the case where the order was not placed at the time of the transfer of 
the image data (see column 13 line 66-column 14 line 8 and column 14 lines 47-52). 

Chui does not disclose expressly performing transfer of the image data to the 
server when communications costs are low and writing a storage period of the image 
data in tag information of the image data. 

Enomoto discloses writing a storage period of the image data in tag information 
of the image data (see column 8 lines 19-33). 

Naito discloses performing transfer of the image data to the server when 
communications costs are low (see column 39 line 60-column 40 line 3). 

Chui, Enomoto, & Naito are combinable because they are from the same field of 
endeavor, ordering of prints over a network. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the writing a storage period of the image data in tag 
information, as described by Enomoto, and the transferring of image data to a server 
when communications costs are low, as described by Naito, with the system of Chui. 

The suggestion/motivation for doing so would have been to save money and be 
able to provide lost cost prints to a user by utilizing low cost communications and 
purging of image files after a certain period of time. 

Therefore, it would have been obvious to combine Enomoto and Naito with Chui 
to obtain the invention as specified in claim 22. 
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11. Claims 5-7, 12-14, and 19-21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Chui and Enomoto as applied to claims 1, 8, and 15 above, and 
further in view of Fredlund et al. 

Regarding claims 5, 12, and 19, Chui and Enomoto do not disclose expressly 
extending the storage period for the image data regarding which the order was placed. 

Fredlund discloses extending the storage period for the image data regarding 
which the order was placed (see column 3 lines 47-54). 

Regarding claims 6, 7, 13, 14, 20, and 21, Chui and Enomoto do not disclose 
expressly displaying the storage period on the user terminal. 

Fredlund discloses displaying the storage period for the image data (see column 
3 lines 41 -57). 

Chui, Enomoto & Fredlund are combinable because they are from the same field 
of endeavor, storage and ordering of digital prints. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the deletion of image data after a predetermined period of time 
and extension of storage period and the ability to display both as described by Fredlund 
and displaying the information regarding storage period on a user terminal, which is well 
known in the art, with the system of Chui and Enomoto. 

The suggestion/motivation for doing so would have been to provide a user with 
greater control over the transmitted images and decrease the amount of memory 
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needed to store image data by purging the image data that is not used after a 
predetermine amount of time. 

Therefore, it would have been obvious to combine Fredlund with Chui and 
Enomoto to obtain the invention as specified in claims 5-7, 12-14, and 19-21. 



Conclusion 



1 2. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. To further show the state of the art refer to the attached Notice of 
References Cited. 

1 3. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark R. Milia whose telephone number is (571 ) 272- 
7408. The examiner can normally be reached M-F 8:00am-4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Twyler M. Lamb can be reached at (571 ) 272-7406. The fax number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 



Mark R. Milia 
Examiner 
Art Unit 2625 
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